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JUDGMENT 

GROSSKOPF, JA 

Introduction 

The respondent is a British company which designs 

and manufactures valves. Among its products are diaphragm 

valves 2 valves which are widely used for the handling of industrial fluids. The respondent has 
been selling its valves in South Africa for many years. Two types of diaphragm valves which have 
been popular in South Africa are described as the type KB or straight through diaphragm valve 
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and the type A or weir diaphragm valve. Although the respondent manufac-tures a full range of 
these valves, the present case is con-cerned with only one model of each type, viz. the 2 inch 
(50mm) type A and type KB valves. For convenience I shall express all dimensions in Imperial 
units, as was done in the affidavits. 

The appellant, a South African company, also manu-factures valves. Diaphragm valves of the type 
with which 

we 3 we are now concerned are used in South Africa mainly in the mining industry. In the 1970's 
the appellant came to realise that a demand existed for valves which were interchangeable with 
those already being used on the mines. The appellant investigated whether the respondent's 
valves were protected by patents, and came tó the conclusion that any patents which might have 
been relevant had already lapsed. It is common cause that this conclusion was correct. 
Accordingly the appellant has since 1977 been manufacturing and selling com-ponents which are 
interchangeable with the components used in the respondent's valves. For purposes of its trade it 
has issued illustrated brochures, two of which are before the Court. They bear, respectively, the 
headings "Klep Type A 

Diaphragm 

4 

Diaphragm Valve" and "Klep Type KB Diaphragm Valve". After 

setting out advertising material and particulars concerning 

the valve with which it deals, each brochure contains the 

following: 

"Interchangeable with 'Saunders' Dia-phragm Valves.All KLEP DIAPHRAGM VALVE parts are 
independently manufactured and are interchangeable with 'Saunders' dia-phragm valves." 

It is common cause that engineering drawings are 

essential to the production of equipment such as the valves 

manufactured by the parties. Such drawings serve the purpose 

of controlling the processes of repetitive manufacture. Inmanufacturing its 2-inch types A and 
KB valves the respondent 

uses eleven engineering drawings which were executed at dif- 

ferent .... 5 

ferent dates between 1938 and 1958. Six of these relateto the type A valve and five to the type KB. 

On 4 October 1982 the respondent, through a firm 

of South African patent agents, wrote to the appellant interalia as follows: 
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"Our client holds the copyright in cer-tain drawings covering their well-known type 'A' and type 
'KB' diaphragm valves and parts thereof. Up until having recently consulted with us, our client 
was not aware of the existence of its rights. 

We have examined certain valves manufac-tured by you and it is our opinion that such 
manufacture constitutes a repro-duction by you in a three-dimensional form of our client's 
drawings and as such infringes our client's copyright." 

The letter then continued by calling upon the ap- 

pellant 6 pellant to stop infringing the respondent's rights as set out in the letter. The appellant's 
attorneys replied, disputing both that the appellant had infringed the re-spondent's copyright, 
and, indeed, that any copyright existed as claimed by the respondent. The respondent sub-
sequently instituted proceedings on motion in the Transvaal Provincial Division in which it 
claimed an order interdicting the appellant from infringing the respondent's copyright in the said 
drawings by "manufacturing and/or selling valves or components for valves known as TYPE A or 
TYPE KB valves, which manufacture and sale of such valves or components there-for constitute a 
reproduction and/or adaptation and/or publi-cation of the said original drawings or a substantial 
part 

thereof 

7 

thereof in three dimensional form". In addition the respon-dent claimed various ancillary orders, 
some of which will beconsidered in more detail later. The respondent also com-plained that the 
above-mentioned brochures infringed its re-gistered trade mark "Saunders" and claimed an order 
interdict-ing such infringement. The matter came before O'DONOVAN J,who decided in favour of 
the respondent. His judgment is re-ported as Saunders Valve Co. Ltd v Klep Valves (Pty) Ltd 1985 

(1) SA 646 (T). References hereinafter to the judgment of 

the Court a quo will be to this report. With the leave of the judge a quo the matter now comes on 
appeal to this court. The applicable law. 

It will be convenient to commence by sketching the legislative background against which this 
case falls to be decided. When the drawings on which the respondent relies were made, 
copyright in this country was governed by the 

Patents 8 Patents, Designs, Trade Marks, and Copyright Act, no. 9 of 1916. Sec 143 of this Act 
declared that the 1911 British Copyright Act (1 & 2 Geo. 5 ch. 46) would thenceforth be in force in 
South Africa subject to certain minor modifications and additions. The British Act was set out in 
the Third Schedule to the 1916 Act.One effect of the 1916 Act was to create vir-tual uniformity 
between South African . and British copyright law. This continued until 1956 when the British 
Copyright Act of that year was promulgated (4 & 5 Eliz. 2 c. 74). In 1965 a new Copyright Act (Act 
no. 63 of 1965) was introduced in South Africa. This act was substantially modelled on the British 
Act of 1956. The Act of 1965 was in 
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turn 

9 

turn repealed by the Copyright Act of 1978 (Act no. 98 of1978) which now governs copyright in 
this country. Sec. 43of this Act provides (in so far as it is relevant): 

"This Act shall apply in relation to works made before the commencement of this Act as it applies 
in relation to works made thereafter; Provided that -(a) hothing in this Act contained shall - 

(i)... affect the ownership, duration or validity of any copyright which subsists under the 
Copyright Act 1965 (Act No 63 of 1965); or 

(ii) be construed as creating any copyright which did not subsist prior to 11 September 1965;" 

11 September 1965 was the date of commencement of 

the 1965 Act. The effect of sec. 43 of the 1978 Act ac- 

cordingly is to render earlier legislation applicable to the 

question whether copyright subsists in works made prior to 

the 10 the commencement of the 1978 Act, whereas the 1978 Act governs the remedies for 
infringement of copyright and the procedures relating thereto. It was common cause in argu-
ment before us (otherwise than in the written heads of argument) that the 1916 Act governs the 
subsistence of copyright in the respondent's engineering drawings, which, as I have indicated, 
were made while that Act was in force. I assume without deciding that the parties' attitude in this 
regard is correct, particularly since I do not consider that the outcome of the case would be any 
different if, as had been urged by the appellant in its heads of argument, the transitional 
provisions of sec. 48 of the 1965 Act and the Sixth Schedule to that Act were to be applied. 

I turn now to the question whether the respondent's 

engineering 

11 

engineering drawings were entitled to the protection ofcopyright pursuant to the 1916 Act. Sec. 
1(1) of the 1911British Act, which, as noted above, was incorporated in the1916 Act as the Third 
Schedule thereto, reads as follows: 

"1(1) Subject to the provisions of this Act, copyright shall subsist throughout the parts of His 
Majesty's dominions to which this Act extends for the term hereinafter mentioned in every 
original literary dramatic musical and artistic work, if - 
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(a) in the case of a published work, the work was first published within such parts of his 
Majesty's dominions as aforesaid; and (b) in the case of an unpublished work, the author 
was at the date of the making of the work a British subject or resident within such parts of 
his Majesty's dominions as aforesaid; 

but in no other works " 

In terms of sec. 35 "artistic work" includes "works 

of 

12 

of painting, drawing, sculpture and artistic craftmanship, and architectural works of art and 
engravings and photo-graphs".The questions which arise in this appeal under sec. 1(1) of the 1911 
British Act are whether the respondent's drawings are "artistic works"; whether they were 
original; and whether paragraphs (a) or (b) were complied with. I shall first consider these 
questions before turning to other issues which were raised. Are the drawings "artistic works"?Mr. 
Plewman, who appeared for the respondent in this matter, contended that the engineering 
drawings in issue are "artistic works" because, as "works of drawing", they fall within the 
definition quoted above. This contention was 

contested 13 contested by Mr. Kentridge, who appeared for the appellant. He submitted that the 
words "works of drawing" when read in their context are confined to works made with artistic 
intent. Drawings of a purely technical nature would, according to this submission, not fall within 
the concept of "artistic works".Both these contentions start from the premise that the word 
"drawing" in its ordinary sense has no necessary relationship with the fine arts. I agree with this 
approach. The Shorter Oxford Dictionary defines "draw" (in its relevant sense) as, primarily, "(t)o 
trace (a line, figure, etc.) by drawing a pencil, pen, or the like, across a surface; ... (t)o make by 
drawing lines; to design, delineate." "Drawing" is defined, inter alia, as "(t)he formation of a line 
by 

drawing 14 drawing some tracing instrument from point to point of a surface; representation by 
lines; delineation, as dist. from painting;" and "(t)hat which is drawn; a delineation by pen, pencil 
or crayon." These definitions do not suggest that the word "drawing" is more properly used to 
connote artistic than technical or any other works. I turn, therefore, tó the context in which the 
word is used in the British Act of 1911.The immediate neighbours of the expression "works of 
drawing" in the definition of "artistic work" are "works of painting", "works of sculpture", "works 
of artistic crafts-manship", "architectural works of art", "engravings" and "photographs". It is 
noteworthy that in respect of two of these items, viz., works of artistic craftsmanship and archi- 

tectural 

15 
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tectural works of art, the legislature found it necessary to use the words "artistic" and "art" to 
indicate that an artis-tic element was necessary to bring the work in guestion with-in the 
definition of an artistic work. The expression "architectural work of art" is further expressly 
defined in sec. 35 of the Act to emphasize that the protection of the Act is confined to the "artistic 
character and design" of an architectural work, and does not extend to "processes or methods of 
construction". The other items mentioned in the definition of artistic work (namely, works of 
painting, works of drawing, works of sculpture, engravings and photographs) have, in their 
ordinary meanings, a greater or lesser affinity with the fine arts, but are not confined thereto. A 
painted 

advertising 

16 

advertising sign would fall within the expression "work of painting" as naturally as would a work 
by Rembrandt. The ex-pression "work of sculpture" is defined in sec. 35 to include casts and 
models. The ordinary meaning of these words would encompass works made for aesthetic 
reasons as well as many others. "Engravings" is defined to include "etchings,litho-graphs, wood-
cuts, prints, and other similar works, not being photographs." "Photograph" is defined to include 
"photo-lithograph and any work produced by any processes analogous to photography". There is 
nothing in the language relating to engravings andphotographs to suggest that only those 
specimens are covered which were made for artistic reasons. 

It 17 It is apparent therefore that, save for works of craftsmanship and architectural works, the 
items mentioned in the definition of "artistic work" do not in terms require any element of artistic 
endeavour. Indeed, the words used suggest a wider meaning, and where the legislature wanted to 
introduce some specific artistic requirement for works of craftsmanship and architecture, it did 
so in express terms.Moreover, when one looks at the nature of the various items covered by the 
definition of "artistic work", it seems most unlikely that the legislature intended to in-clude only 
works made with an artistic intent. This applies to all of them (save, of course, works of 
craftsmanship and architectural works) but to none as clearly as photographs. 

Can 

18 

Can it really be imagined that the Act impliedly distinguish-ed between photographs taken with 
artistic intent, which would be protected by copyright, and others which would not? What 
purpose would be served by such a distinction? One needs only to think of press photographs, 
whose claim to protection does not rest on their aesthetic appeal but is nevertheless very strong. 
It is difficult to imagine that such photographs, and indeed all the others without artistic 
pretensions, could be copied with impunity under the 1911 Act. And how would one distinguish 
in practice between a photograph which was taken with artistic intent and one which was not? 
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These considerations apply also to drawings. It must be ex-tremely difficult, and, indeed, often 
impossible, to determine 

what 19 what the draughtsman's intent was when making a drawing. This difficulty is increased 
when it is borne in mind that opinions can legitimately differ on what constitutes art. As stated 
by Laddie Prescott & Vitoria (The Modern Law of Copyright at p. 104): "There are those who think 
that the engineer has not infre-quently produced undoubted works of art, not least because of his 
insistence on function." Moreover, when regard is had to the policy of the Act to protect authors 
who, by their skill and labour, produced original works, there would not appear to be any reason 
to exclude drawings merely because they were made for utilitarian rather than aesthetic 

reasons. 

I consider therefore that, if regard is had both to the wording and the practical effect of the 
definition of 

"artistic 19 what the draughtsman's intent was when making a drawing. This difficulty is 
increased when it is borne in mind that opinions can legitimately differ on what constitutes art. 
As stated by Laddie Prescott & Vitoria (The Modern Law of Copyright at p.104): "There are those 
who think that the engineer has not infre-quently produced undoubted works of art, not least 
because of his insistence on function." Moreover, when regard is had to the policy of the Act to 
protect authors who, by their skill and labour,produced original works, there would not appear to 
be any reason to exclude drawings merely because they were made for utilitarian rather than 
aesthetic reasons. I consider therefore that, if regard is had both to the wording and the practical 
effect of the definition of 

"artistic 

20 

"artistic work", it cannot be said to colour the expression "work of drawing" in the manner 
suggested on behalf of the appellant. The only feature which seems to me to provide some 
support for the appellant's contention is the labelling of these works as "artistic". Before giving 
further con-sideration to this feature I propose examining whether there is anything in the wider 
context of the Act as a whole which casts light on this issue.The manner in which the Act deals 
with literary works is, I think, apposite. "Literary work" is defined in sec. 35 as including "maps, 
charts, plans, tables and compilations". In the leading case of University of London 

Press 

21 

Press, Ltd v University Tutorial Press Ltd (1916) 2 Ch.601, PETERSO.N J, in holding that 
examination papers consti-tuted literary works under the British Act of 1911, saidthe following 
(at p 608): 
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"It may be difficult to define 'literary work' as used in this Act, but it seems to be plain that it is not 
confined to 'literary work' in the sense in which that phrase is applied, for instance, to Meredith's 
novels and the writings of Robert Louis Stevenson.. In speaking of such writings as literary works 
one thinks of the quality, the style, and the literary finish which they exhibit. Under the Act of 
1842, which protected 'books', many things which had no pre-tensions to literary style acquired 
copyright; for example, a list of registered bills of sale, a list of foxhounds and hunting days, and 
trade catalogues; and I see no ground for coming to the conclusion that the present Act was 
intended to curtail the rights of authors. In my view the words 'literary work' cover work which is 
expres- 

sed 22 

sed in print or writing, irrespective of the gues-tion whether the quality or style is high. The word 
'literary' seems to be used in a sense some-what similar to the use of the word 'literature' in 
political or electioneering literature, and refers to written or printed matter." 

This case has been consistently followed, inter alios by the House of Lords in Ladbroke (Football) 
Ltd v William Hill (Football) Ltd. (1964) 1 WLR 273 (HL) in which it was held that a football pool 
coupon constituted a literary work. See also Kalamazoo Division (Pty) Ltd v Gay & Others 1978(2) 
SA 184(C) p. 191; Copinger & Skone James on Copyright, 12th ed. pp. 59-60; Laddie Prescott & 
Vitoria, The Modern Law of Copyright, para. 2.10; and AJC Copeling, Copyright Law, pp. 30-32; 
Copyright and the Act of 1978,"pp. 8-9. 

It is clear from the above that "literary works" 

did 

23 

did not require any literary merit or pretension to be pro-tected under the 1911 Act. 
Consequently, "in a statute which frequently uses words in a special sense differing from their 
normally accepted meaning it should not be surprising to find that 'artistic works' includes things 
which neither are nor purport to be objects of beauty, however slight" (Laddie Prescott & Vitoria, 
op cit, at p. 106). I do not consider, therefore, that the use of the label "artistic work" is sufficient 
by itself to import a requirement of artistic intent which is not found in the language used to 
describe the relevant items covered by that label and which seems inconsistent with the practical 
needs served by the Act. 

For 

23 A 

There seems to be no direct authority under the1916 Act or the British 1911 Act on the point in 
issue.Copinger & Skone James, op cit, at p. 68, state: 
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"It was generally considered under the Act of 1911 that the word 'artistic' was merely used as a 
generic term to include the different processes of creating works set out in the definition sec-tion 
and that, provided that a work was produced by 

one 24 

one of such processes, and that its creation in-volved some skill or labour on the part of the ar-
tist, it was protected. The use of the word 'artistic' was thought to be akin to that of the word 
'literary', which ... was held to refer only to the nature of the material being written or printed 
matter." 

In Purefoy Engineering Coy Ld.. and Another v Sykes Boxall& Coy Ld and Others 01955) 72 RPC 89 
(CA) copyright washeld to subsist in a catalogue of mechanical parts. Thecatalogue contained, 
inter alia, photographs of the partsand line drawings or diagrams indicating the dimensions 
tabulated in the text. Although the photographs and the drawings were held to be protected by 
copyright, the Court reached this conclusion by regarding the whole work, that 

is 

25 

is, including text, photographs and drawings, as a literary work in terms of the Act. No attention 
was given to the question whether the photographs and drawings would have been covered by the 
definition of "artistic work". Although this case is therefore no direct authority for present pur-
poses,it does underline the practical interrelationship be-tween literary works and artistic works. 
This interrelation-ship is also shown by the inclusion in the definition of "literary work" of maps, 
charts and plans. All this forti-fies the view thát the legislature was not likely to require an 
element of artistic intent for artistic works although no analogous requirement was laid down for 
literary works. 

Mr. Kentridge referred us to several recent publica- 

tions 

26 

tions in which it was contended, or suggested as a possibili- 

ty, that technical drawings were not included in the 

definition of "artistic work" in the 1911 British Act or 

later Acts. I do not propose considering these views 

separately since I have dealt above with the arguments onwhich they were based. 

For the reasons I have stated I come to the con- 

clusion that the respondent's engineering drawings are "ar- 
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tistic works" as defined in the 1911 British Act. Were the drawings "original"? 

The next question is whether the respondent's 

drawings qualified as "original" works for the purposes of 

sec. 1 of the 1911 British Act. The principles relating 

to originality in this context were not in dispute between 

the 

27 

the parties and are conveniently set out by prof. AJCCopeling in the following passage (Copyright 
and the Act of 

1978, p. 15): 

"To be original a work need not be the vehicle for new or inventive thought. Nor is it neces-sary 
that such thoughts as the work may contain be expressed in a form which is novel or without 
precedent. 'Originality', for the purposes of copyright, refers not to originality of either thought or 
the expression of thought, but to original skill or labour in execution. All that is required is that 
the work should emanate from 

the author himself and not be copied 

The requirement that the work should emanate from the author himself and not be copied must 
not be interpreted as meaning that a work will be regarded as original only where it is made 
without reference to existing subject-matter. Indeed, were this so the great majority of works 
would be denied the benefit of copyright protection. It is perfectly possible for an author to make 
use of existing material and still achieve originality in respect 

28 

of the work which he produces. In that event, the work must be more than simply a slavish copy; 
it must in some measure be due to the application of the author's own skill or labour. Precisely 
how much skill or labour he need contribute is dif-ficult to say for much will depend upon the 
facts of each particular case." 

These principles were applied in the unreported judgment of this Court in W.K. Topka t/a Topring 
Manufac-turing and Engineering v Ehrenberg Engineering (Pty) Ltd, delivered on 30 May 1983. 
See also Kalamazoo Division (Pty) Ltd v Gay and Others 1978 (2) SA 184 (C) at p. 190. 

The evidence on behalf of the respondent disclosedthat nine of the eleven drawings in issue had 
been made byR Jarrett and one each by G. Pearson and L. Burton. Pearson 

and Jarrett are both deceased. Sec. 26 of the 1978 Act which deals with the onus of proof in 
copyright actions, provides 
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in 29 

in sub-section "(4) that where it is proved or admitted that the authorof a work is dead, "the work 
shall be presumed to be anoriginal work unless the contrary is proved." It is commoncause that 
this provision applies to the present case. Thethird draughtsman, Burton, filed an affidavit in 
which hetestified that the relevant drawing 

"...is a drawing which I recognise as having been drawn by myself ... This drawing was drawn by 
my- 

self on the instructions of Mr. Jarrett and was not copied from any other drawing or article. I 
expended skill and labour in executing such drawing. The drawing represented a significant 
change in the design of the diaphragm for the 2" type 'KB' valve ..." 

On behalf of the appellant a twofold attack waslaunched on the contention that the drawings 
were original.First it was pointed out that the development and 

the 30 

the design of the valves which were represented in the drawings, resulted from team efforts 
involving a number of people in addition to the draughtsmen. How can it then be said, it was 
asked, that the drawings were the original work of the draughtsmen? Moreover it is common 
cause that the drawings now in issue represented developments of earlier valves. How do we 
know, the appellant asked, that the draughtsmen devoted sufficient of their skill and labour to the 
present drawings to render them original works in ac-cordance with the tests set out above? Or, 
to pose the question differently, how do we know that the present drawings are not mere copies 
of earlier ones, perhaps with insignifi-cant changes? To enable these questions to be answered, it 

was 31 

was submitted on behalf of the appellant, the matter should have been referred for oral evidence, 
to give the parties a proper opportunity of testing the witnesses in cross-examina-tion after 
having had full discovery. The contention that oral evidence was necessary for a proper 
determination of the case was made also with reference to other issues to be considered in due 
course, but can be conveniently dealt with now in its present context. Should oral evidence have 
been allowed?It is apparent that the affidavits do not contain a direct conflict of evidence relating 
to the originality of the drawings: the appellant's contention is that these are matters peculiarly 
within the respondent's knowledge which the 

appellant 

32 

appellant should have been given the opportunity to probeby discovery and cross-examination, 
particularly where theappellant was required to discharge the statutory onus.This attitude on the 
appellant's part seems to me to amountto that expressed as follows in Room Hire Co. (Pty) Ltd.v 
Jeppe Street Mansions (Pty) Ltd 1949 
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(3) SA 1155 (T) at1163: 

"Or ... he (i.e. a respondent in motion proceedings) may state that he can lead no evidence 
himself or by others to dispute the truth of applicant's statements, which are peculiarly within 
applicant's knowledge, but he puts applicant to the proof there-of by oral evidence subject to 
cross-examination." 

This attitude, MURRAY AJP points out in the Room Hire case, (loc cit), has been held in Peterson 
v Cuthbert & 

Co Ltd 

33 

Co Ltd 1945 AD 420 not to give rise to a genuine or real dispute of fact. If the respondent in such a 
case requires oral evidence he can apply to cross-examine witnesses (in terms of what is to-day 
Rule of Court 6 (5) (g)) and such cross-examination is sufficient safeguard for him, without 
requiring the case to be sent to trial (Room Hire case at p. 1164). See also Plascon-Evans Paints 
Ltd v Van Riebeeck Paints (Pty) Ltd 

[1984] ZASCA 51; 1984 (3) SA 623 (A) at 634 I to 635 B. I should add that a respondent who requires 
discovery can make application therefor under Rule of Court 35 (13). 

To determine whether the Court a quo dealt with this issue correctly one must have regard to the 
manner in which the issue was raised. I deal first with the contention that 

34 

the appellant was prejudiced by the lack of discovery. In this regard it appears that, prior to the 
lodging of op-posing affidavits, the appellant issued two notices pursuant to Rule of Court 35 (12) 
calling for the production of docu-ments to which reference was made in the respondent's af-
fidavits (including "all issue cards and drawings"). These notices were amplified by a letter from 
the appellant's at-torneys. In an affidavit filed on behalf of the respondent, its design manager, 
Mr. M I Pearce, explained which engi-neering drawings were in existence and he annexed to his 
af-fidavit those which he had been advised should be produced. Mr. R.M. Miles, the respondent's 
executive chairman, stated in a replying affidavit that he had "ensured that all the 

drawings 

35 

drawings in the (respondent's) possession relevant to the manufacture of the valves in the sizes in 
issue (had) been extracted from the records of the (respondent)." These drawings were available 
for inspection at the offices of the respondent's attorneys.It was not contended on behalf of the 
appellant that the respondent had failed to produce all relevant drawings -indeed, it is not clear 
whether the appellant availed itself of the opportunity to inspect the drawings tendered to it. In 
these circumstances the appellant can hardly be heard to say that it was deprived of the 
opportunity to obtain dis-covery. On the face of it the appellant was given every-thing it asked for, 
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which, in respect of the documents re-quested by it, seems to have been fully as much as it would 

have 36 have been entitled to on discovery. If anything had been omitted, the appellant might 
have asked therefor. And, of course, formal discovery might have been applied for if the 
appellant had so wished.The submission that oral evidence should be allowed was raised as 
follows in the Court a guo. The ap-pellant as respondent in that Court contended in the course of 
its argument that the evidence adduced by the respondent (applicant in that Court) did not show 
that the drawings upon which it relied were original. The argument then proceeded as follows, 
according to written heads of argument handed in 

to the Court a quo: 

"Alternatively it is submitted that if this Court should deem fit that (sic) the matter should be 
referred to trial, alternatively to the hearing of oral evidence on this issue and that the Applicant 
should be obliged to make 

37 

a full discovery which will then enable both the Respondent and this Court to determine whether 
indeed any originality and therefore any copyright vests in the drawings relied on by the 
Applicant." 

It is clear therefore that no substantive application in terms 

of Rule of Court 6 (5) (g) was made by the appellant duringthe hearing in the court a quo. In De 
Beers IndustrialDiamond Division (Pty) Ltd v Ishizuka 1980 (2) SA 191 (T) at 

206 A a full bench of the Transvaal Provincial Division indi-cated that it is sound practice that an 
application for evi-dence viva voce should be made in limine. I agree with thisobservation 
although this does not of course mean that a court 

may not in appropriate circumstances allow such an appli- 

cation to be brought at some other stage of the proceedings. 

I 

38 

I need not however pursue this matter since in the present case no clear application was made at 
any stage. The Court a quo can in my view not be faulted for declining an invita-tion to refer the 
matter for the hearing of oral evidence in circumstance such as the present, where there is no 
conflict of evidence and the invitation was extended somewhat tentatively in the course of the 
respondent's argument as an alternative to a submission on the merits. I consider therefore that 
the judge a quo acted correctly in deciding the issue of originality on the papers before him.On 
the record as it stands the respondent has, I consider, shown that the drawings were original. On 
behalf of the respondent Mr. Pearce explained how engineering draw- 
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ings 

39 

ings are made in practice. His evidence in this regard was not contradicted. I need not repeat his 
explanation in detail. What it amounts to is that, although a draughtsman normally works in co-
operation with a design engineer, he exercises a great deal of independent skill and labour when 
converting the ideas of the design engineer into de-tailed specifications for practical 
manufacture. Similar skill and labour are required to modify an existing design. The 
draughtsman is required to calculate the suitability of the components in a design (whether 
original or modified) and to plan the inter-relationship between the part as it will be 
manufactured with other inter-connecting parts. He has to have regard inter alia to the method 
of manufacture, 

the 40 the materials to be used, the tolerances to be allowed, national or international standards 
to be applied and the degree of rationalization required by the manufacturer. In view of this 
evidence it can make no difference per se that the drawings were team efforts in that the 
engineering designs emanated mainly from others. Copyright subsists in the drawings made by 
the draughtsmen provided the drawings themselves were original in the sense discussed above. 
Nor can it matter that earlier drawings were followed provided that the draughtsmen contributed 
sufficient skill or labour to the present drawings. In the instant case we not only have the 
assurance by the respondent's witnesses that there are sub-stantial differences between the 
drawings in issue and earlier versions, but the appellant was given an opportunity to verify 

this 41 this, as I have recounted above, and failed to dispute the respondent's evidence. In these 
circumstances I agree with the court a quo that the drawings in question were shown to have 
been original within the meaning of sec. 1 of the British Act of 1911. 

Were sub-sections l(a) or (b) complied with?The next question which arises under sec 1 of the 
1911 British Act is whether sub-sections l(a) or 

(b) were complied with. These sub-sections lay down different re-quirements for published and 
unpublished works. Published works are protected if their first publication took place within 
"the parts of His Majesty's dominions to which this Act extends", whereas unpublished works 
are protected if 

their 42 

their authors were at the date of the making of the works British subjects or residents of "His 
Majesty's dominions". In the present case the respondent's drawings were not published in the 
ordinary sense of the word and the Court a quo dealt with them as unpublished works. On this 
basis the question presents no difficulty since the evidence is clear that the draughtsmen were 
British subjects resident in Britain when the drawings were made.It is only if the drawings were 
published works that some difficulties arise. One would therefore have thought that the parties 
would have debated the question whether these drawings were "published works" or not. They 
did not however do so. Mr. Kentridge contended that the respondent's 
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case 

42 A case in the affidavits was that the drawings were published works whose first publication 
had been in Britain by way of reproductions in three-dimensional form (i.e. by the "publication" 
of valves made in accordance with the draw-ings). This case, his contention proceeded, was not 
established. Mr. Plewman, on the other hand, submitted that the respondent had proved its case 
on both of the possible alternatives.The facts upon which the Court a quo held that the drawings, 
if unpublished, were entitled to the protection of copyright were fully canvassed in the papers 
and were not in dispute. There could accordingly be no objection to the Court's reaching a 
conclusion on the basis of such facts. 

The 42 B 

The only aspect of the Court's reasoning which may be open to attack is the finding that the 
drawings were unpublished. This finding was not, however, challenged. In the result the present 
issue may prpbably be resolved on the simple ground that the conclusion of the Court a quo has 
not been shown to be wrong. However, in view of the arguments presented, I consider it better to 
give some consideration to what was required for the "publication" of the drawings and how the 
subsistence of copyright would.lhave been affected thereby. The question whether or not the 
drawings were pu-blished turns on the meaning and effect of sec. 1(3) of the 1911 British Act. 
This reads: "For the purposes of this Act, publication, in relation to any work, means the issue of 
copies of the work to the public ...". If this provision 

governs 

43 

governs the meaning of "published work", "first published" and "unpublished work" in sec. 1(1) of 
the Act, the enquiry would be whether copies of the drawings were issued to the public, and, if 
so, whether this happened first in Britain. For present purposes I assume in favour of the 
appellant's contention that the provision does apply (vide Francis,Day and Hunter v Feldman & 
Company (1914) 2 Ch 728 (CA)), and _ that the issue to the public of valves made inaccordance 
with the drawings would amount to the issue of copies of the work to the public . The only 
remaihing ques-tion then is: what is meant by "issue to the public"? In this regard Mr. Kentridge 
accepted the correctness of the following passage from British Northrop Ltd v Texteam Black-
burn Ltd (1974) RPC 57 at 67: 

"... an 

44 

"... an artistic work is 'issued to the public', and so published, when reproductions of the work are 
put on offer to the public ... Passive availability suffices, without active offering." 
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Although the British Northrop case dealt with the1956 British Act, MEGARRY J, in coming to the 
above conclu-sion, relied, inter alia, on Francis,Day and Hunter vFeldman & Company (supra) a 
case decided under the 1911 Act,and hisreasoning was in my view applicable to the interpre-
tation of both Acts. It should, in my view, be followed. 

The 

45 

The evidence in support of the respondent's case on this aspect was twofold. First there was 
evidence from its product evaluation: manager, Mr. D.A. Thomas. Mr. Thomas was not in the 
respondent's employ when the drawings were made and his evidence was based purely on 
records under his control. He stated that, according to these records, the drawings were not 
published in two-dimensional form. How-ever, in the ordinary course of production, valves 
incorporating the components shown on the drawings would have been manu-factured, offered 
for sale and sold, first in the United Kingdom and thereafter elsewhere in the world. 

Then there was evidence from Mr. P.C.E. Rose, who joined the respondent's service in 1937 as a 
costing clerk 

and 46 and retired in 1974 after having been appointed Managing Director in 1971. Mr. Rose 
stated that "(a)ll of the components depicted in the drawings ... were first published in the United 
Kingdom in three-dimensional form in the sense that valves were produced incorporating such 
components and were offered for sale and sold in the United Kingdom to the general public". It 
seems clear that Mr. Rose meant to convey that first publication took place in Britain (in the 
manner stated) and his evidence, if accepted, would therefore be decisive of this question. Mr. 
Rose's evidence was undisputed and accords with the probabilities to which Mr. Thomas tes-
tified. I can consequently see no reason for rejecting his evidence. I also do not think that the 
judge a quo erred in 

deciding 

47 

deciding this issue without the assistance of oral evidence, as was suggested on behalf of the 
appellant.To sum up: it has not been suggested that the drawings were published in any other way 
than by the "issue" to the public of components depicted on the drawings. If such "issue" did in 
law amount to publication of the drawings for the purpose of sec. 1(1) of the Act, the evidence 
discloses that the publication first took place in Britain, thereby rendering sec. 1(1)(a) applicable. 
If such "issue" did not amount to publication, the drawings were unpublished. Since the evidence 
discloses that the authors were British subjects resident in Britain when the drawings were made, 
sec.l(l)(b) would then be applicable. In either event the relevant reguirement for the subsistence 
of copyright was satisfied. 

The 48 
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The effect of legislation relating to designs. 

The last obstácle to the subsistence of copyright in terms of the 1911 British Act is found in sub-
section 22 (1) thereof. This sub-section reads as follows: 

"This Act shall not apply to designs capable of being registered under the Patents and Designs 
Act, 1907, except designs which, though capable bf being so registered, are not used or intended 

to be used as models or patterns to be multiplied by any industrial process." 

In 49 

In terms of sec. 144(c) of the 1916 Act, the reference 

to the Patents and Designs Act, 1907, must be construed as areference to the corresponding 
provisions of Chapter II ofthe 1916 Act, being the chapter dealing with designs. Forpresent 
purposes the relevant provision is the definition of 

"design" in sec. 76 which reads as follows: 

"'design' shall mean any design applicable to any article whether for the pattern, for the shape or 
configuration, or for the ornament thereof or for any two or more of such purposes and by 
whatever means it is applicable whether by printing, painting, embroidering, weaving, sewing, 
modelling, casting, embossing, engraving, staining, or any other means whatever, manual, 
mechanical, or chemical, sepárate or combined, not being a design for sculpture;" This definition 
is identical in all material re- 

spects to the definition in the British Act of 1907 to which 

reference 

50 

reference is made in the above-quoted sec. 22 of the 1911Act, as well as to that in the British 
Patents, Designs andTrade Marks Act of 1883. 

The only decision in our law in which the definitionof "design" in the 1916 Act was considered is 
Allen-Sherman-Hoff Co. v Registrar of Designs 1935 TPD 270. At pp. 273-4of that case TINDALL J, 
with whom BARRY J con-curred, held that in deciding whether certain features con- 

stituted a design 

"...one has to see whether that which it is desired to register is something which can be treated as 
a design appealing to the eye, or whether the shape is obviously nothing more than part and 
parcel of the function without any appeal to the eye as a design, in which case there should be no 
registration". 

The quoted words were an extract from 
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the 51 the iudgment in In the Matter of Wingate's Registered Desiqn (1935) 52 RPC 126 at 131. In 
the present case the Court a quo, applying the test approved in the Allen-Sherman-Hoff case 
(supra), held that "valves which find their practical ap-plication on the mines are strictly 
utilitarian in character, their features of shape and configuration being dictated sole-ly by the 
function which they are required to perform" (p. 650 H of the report). 

On behalf of the appellant it was contended that both the Court in the Allen-Sherman-Hoff case 
and the Court a quo applied a wrong test, for, so it was contended, the definition in the 1916 Act 
did not exclude a design which was dictated solely by function or require that its features appeal 
to and be judged solely by the eye. These require- 

ments 52 ments, so it was contended, were introduced into English Law by statute between 1919 
and 1949, and Wingate's case (supra) was decided pursuant to the British Act of 1919.I would be 
most reluctant to overrule the Allen-Sherman-Hoff case, a full bench decision which has stood 
since 1935 and which must have been applied many times in practice before the 1916 Act was 
repealed( in so far as it dealt with designs) by the Designs Act, 57 of 1967. For-tunately I do not 
think it necessary to do so. For, while it is correct that the requirements set out in the passage 
from Wingate's case (supra) were not explicitly stated in the definitions in the British statutes of 
1883 and 1907 but were introduced by later legislation, it is also clear that, 

as 53 

as stated in Homecraft Steel Industries (Pty) Ltd v S M Hare& Son (Pty) Ltd and Another [1984] 
ZASCA 36; 1984 (3) SA 681 (AD) at p. 692E-F, this later legislation "incorporates principles 
whichhad long been accepted in the law relating to designs,namely, that a feature which is 
necessarily determined by thefunction of the article in question is not registrable as adesign and 
that registered designs must be judged by the eyealone ". See also ibid at p. 690 H-I. Thus, 
forinstance, in In the Matter of Bayer's Design (1907) 24 RPC 65 (CA)at p. 77 FLETCHER 
MOULTON L J said, referring to the defini-tion of design in the Act of 1883: 

"It deals entirely with the shape, or confi-guration, or ornament or pattern: they are all things 
which the eye has the complete power of 

learning 

54 learning from representation. ... That such is the case is recognised in the classic decision of 
Lord Herschell in the Hecla Foundry case ( Hecla Foundry Co. v Walker, Hunter & Co . 

(1889) 6 RPC 554 

- also a case on the 1883 Act), where he points out that the eye is the judge of infringement; 
and, if the eye be the judge of infringement, it must be because the eye is the competent 
judge of that which is to be infringed. I am satisfied, there-fore, that nothing but that which 
can be for the eye to see can be a good subject of Design." See also ibid . at pp. 74 and 80; 
Amp Incorporated 
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v Utilux Proprietary Limited 

(1972) RPC 103 (HL) at pp. 119 to 

120 (LORD PEARSON).I need not, however, labour this aspect because the appellant did not 
contest in its argument that a design required "an individuality of appearance in comparison with 
others" (I quote from the written heads of argument). This 

seems 

55 seems to recognize the importance of the eye in judging whether a registrable design has been 
created. Cf. Homecraft case (supra) at 

p. 691, Robinson v D Cooper Corporation of SA (Pty) Ltd [1984] ZASCA 58; 1984 (3) SA 699 (A) at 
p. 704 C-G. And the appel-lant accepted that purely functional features were not entitledto 
registration as designs, but contended: 

"If it is shown that the respondent's valve is not required to be in its particular shape, and in that 
shape only, in order to work, in other words that there are other actual or possible shapes for the 
article, then the artistic works embodying that valve are capable of design registration under the 
1916 Act". (Quoted from the Heads of Argument).A similar argument was addressed to the Court 
in Amp Inc. v Utilux (Pty) Ltd (supra) where the Court was dealing with the definition of "design" 
in the British Re-gistered Designs Act of 1949. In that definition there was 

a 

56 

a specific exclusion of "features of shape or configurationwhich are dictated solely by the 
function which the articleto be made ... has to perform" (the definition in the SouthAfrican Act of 
1967 has a similar provision). At p. 109of the Amp Incorporated case LORD REID said: 

"The respondents' argument is that a shape is only dictated by function if it is necessary to use 
that precise shape and no other in order to perform the function. Admittedly if that is the 
meaning the scope of this provision would be reduced almost to vanishing point because it is 
difficult to imagine any actual case where one shape and one shape alone will work. A key was 
suggested. Its function is to turn a particular lock, and only one shape of key will do that. But that 
is not quite true. In most cases at least a skeleton key of different shape will also turn the lock. In 
the end no actual case was found where only one precise shape would do. It seems improbable 
that the framers of this defi-nition could have intended to insert a provision 

which 

57 

which has virtually no practical effect, so I look to see whether any other meaning produces a 
more reasonable result. Again I think that a clue can be found from a consideration of what must 
have been the object of the provision. If the purpose of the Act was to give protection to a 
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designer where design has added something of value to the prior art then one would expect an 
exclusion from protection of those cases where nothing has been added because every feature of 
the shape sought to be protected originated from purely functional considerations." His 
conclusion was (at p. 110): "If the shape is not there to appeal to the eye but solely to make the 
article work then this provision excludes it from the statutory protection." 

In the same vein LORD MORRIS of Borth-y-Gest said, 

(at p. 113): 

"It was argued on behalf of Amp that as there could be variations of shape in terminals that would 

successfully 

58 

successfully do what was required of them then the 'features of shape' would not have been 
'dictated solely' by the function which the terminals would have to perform. In my view, this 
contention is not sound. If there are alternative features of shape but if each one is 'dictated 
solely' by the function which is to be performed by the article then each one would be excluded 
from the expression 'design'". See also at pp. 117-8 (VISCOUNT DILHORNE) and p., 122. 

(LORD PEARSON). The fifth member of the Court (LORD DONOVAN)concurred in the judgment 
of LORD REID.If it is accepted that purely functional features are in general not entitled to design 
protection (and, as I have indicated, the appellant rightly does not dispute this) the Amp 
Incorporated case demonstrates, I consider, that the appel-lant's argument on this aspect cannot 
prevail. It does not 

matter 

59 

matter therefore that that case was concerned with a sta-tutory exclusion whereas we are dealing 
with a similar rule derived from the intrinsic nature of design protection.In support of its 
contention the appellant relied on certain Australian cases, namely Malleys Limited v J W Tomlin 
Pty Limited [1961] HCA 77; (1961) 35 ALJR 352 and Ogden Industries (Pty) Ltd v Kis (Australia) 
Limited 1983 FSR 691. In view of my conclusion that the Allen-Sherman-Hoff case (supra) accords 
with the law in Great Britain, upon which our legis-lation was based, I do not consider it helpful 
to determine whether the Australian law might be different. 

Applying 60 Applying the principles I have discussed to the facts of the case I am of the view that 
the drawings clearly do not qualify as "designs". The valves are functional articles, designed to 
operate with maximum efficiency over long periods in adverse conditions such as in the mines 
and in other industries. Some of the components depicted on the drawings are inside the valves 
and would not ordinarily be visible. But even the general shape and other visible features, we 
have been told on affidavit by Mr. Pearce, were determined by purely functional considerations. 
This was not disputed and seems overwhelmingly probable. If it were to be correct that the same 
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functional purposes could have been served by designing a valve wïth a somewhat different 

shape 

61 

shape, as was contended on the papers by Prof. Duggan onbehalf of the respondent, it would in 
my view make no dif- 

ference in the light of the legal principles discussed 

above. 

To conclude, I consider that the drawings in ques- 

tion were not designs capable of being registered under the 

1916 Act and were accordingly not excluded from copyright 

by sec. 22 of the 1911 British Act. The ownership of the copyright. 

The next question to be considered is whether the 

respondent has established that it owns the copyright in allthe drawings on which it rélies. This 
question arises asfollows. In September 1933 Mr. P K Saunders (the inventor of the 

original Saunders valves) and Mr. A L Trump commenced business as 

62 

a partnership under the name of the Saunders Valve Company. In February 1934 they registered a 
company known as the Saunders Valve Company Limited. This company carried on business 
until 1948. During the period between 1933 and 1948 five of the drawings on which the 
respondent relies were executed. These drawings were made in the course of their employment 
by employees of the Saunders Valve Company Limited. Consequently the ownership of the 
copyright vested in the company pursuant to sec 5(1)(b) of the 1911 British Act.On 12 February 
1948 an agreement was entered into between, on the one hand, Saunders Valve Company Limited 
and Cwmbran Engineering Company Limited (together called the 

"vendor 

63 

"vendor companies" in the agreement) and, on the other, the present respondent (then called 
Saunders Valve Company (Cwmbran) Limited). The respondent was called "the New Company" in 
the agreement. The effect of the agreement was that the "New Company" bought the assets and 
businesses of the vendor companies, which were to go into liquidation thereafter. The guestion to 
be determined now is whether the agreement effected a valid transfer to the respondent of the 
copyright in the drawings belonging to the earlier Saunders Valve Company Limited .In terms of 
sec 5(2) of the 1911 British Act an owner of copyright may assign it to another "but no such 
assignment ... shall be valid unless it is in writing signed 
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by 

64 

by the owner of the right in respect of which the assignment 

... is made, or by his duly authorized agent." Apart fromwriting no formalities were required. The 
question thereforeis purely one of construction of the agreement. Although. theagreement was 
executed in Great Britain and related to atransaction which was to be performed there, neither 
counselsuggested to us that any principles of English law whichdiffered from our law should be 
applied in its interpretation. 

The part of the agreement which is of most relevance 

for present purposes reads as follows: 

"1. EACH of the Vendor Companies shall sell and 

the New Company shall purchase as at Thirtieth April One thousand nine hundred and forty 
seven FIRST: the goodwill of each of the businesses now carried on by the Vendor Companies 
respec-tively with the exclusive right to use the 

name 

65 

name of each of the Vendor Companies and the right to represent the New Company as carry-ing 
on such respective businesses in succession to and in continuation of the Vendor Compa-nies 
respectively and the trade marks owned by or connected with the businesses of each of the 
Vendor Companies.SECONDLY: all the freehold and leasehold pro-perties belonging to each of 
the Vendor Com-panies in connection with their respective businesses short particulars of which 
are con-tained in the Schedule hereto.THIRDLY: all the plant machinery loose plant patterns and 
jigs motor cars and other vehicles and fixtures fittings and office and canteen equipment work in 
progress stock in trade ma-terials and chattels patents patent rights and licences to which the 
Vendor Companies are en-titled respectively in connection with their respective 
businesses.FOURTHLY: the full benefit of all pending con-tracts engagements and orders of each 
of the Vendor Companies in connection with their re-spective businesses .... FIFTHLY: any post-
war refund or releases of 

Excess 

66 

Excess Profits Tax to which either of the Vendor Companies is or may be entitled sub-ject to the 
provisions of Clause 6 hereof SIXTHLY: all other property to which the Vendor Companies are 
respectively entitled in connection with their respective businesses 
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It should further be noted that in terms of clause 13 each of the vendor companies undertook to 
take all necessary steps to procure its voluntary winding-up within three months.The respondent 
relies on the words "all other property to which the Vendor Companies are respectively entitled 
in connection with their businesses" in the sixth clause quoted above as establishing an 
assignment of the rights in question. The appellant on the other hand contends that these 

words 

67 

words do not disclose any intention to transfer copyright,which is not even mentioned in the 
clause. But, as stated byLaddie Prescott & Vitoria (op cit, at p. 334): 

"There does not seem to be any requirement that the assignment should specifically mention 
copy-right. Thus the transfer of 'all assets' of one business to another, if in writing, would be 
effective to transfer any copyrights to the transferee." 

I agree with this statement. The result consequentlyis that the wording pf the agreement was in. 
my view wide enough to cover copyright. And the surrounding circumstances seem to support 
this interpretation. It is almost unthinkable that the parties would have intended to transfer the 
businesses of the vendor companies, including the engineering drawings them- 

selves 

68 

selves, which were in use at the time and some of which have been in use up to the present, but 
would have intended the copyright to remain vested in the vendor companies which were due to 
be wound up within three months. But, the appellant contends, the respondent was not aware of 
the subsistence of copyright in the drawings, and for that reason, probably, made no specific 
provision for the transfer of copyright. The judge a quo found himself "unable to accept the 
validity of such a purely subjective approach to the interpretation of a written agreement, in 
terms of which the (respondent) acquired all the rights of its predecessor in title" (report at p. 649 
C). I agree with this finding, but would add that the record provides no support for the factual 
statement that the respondent was not aware in 1948 that copyright subsisted in 

69 

the drawings. Those who were in charge of the respondent at the time did not testify in the 
present proceedings and are in all probability no longer available to testify. There is accordingly 
no direct evidence before us that the respondent was unaware of the existence of copyright in the 
drawings, and it would be idle to speculate about the probable state of its knowledge. What does 
appear from the record is that the persons who now control the respondent and its licensee were 
not aware until 1982 that the copyright in the drawings might be used to prevent the appellant 
from manufacturing the valve components which are depicted on the drawings. Even if it be 
supposed that in 1948 the respondent was also unaware of this possible incident of copyright it 
would not mean that the respondent was unaware of the existence of copyright as such. 
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My 

70 

My view is accordingly that the agreement of 1948,if 

properly construed, covered the copyright in the drawingsexisting at the time. The appellant did 
not contend that ifcopyright were comprehended by the above guoted clause VI ofthe agreement, 
any further document of transfer would havebeen required. This seems to me to be the correct 
approach.It has been held that if an artistic work is sold with itscopyright the natural inference is 
that ownership .of the work and of the copyright would pass at the. same time. As was stated by 
FRY L J in London Printing andPublishing Alliance Ltd v Cox (1891) 3 Ch 291 (CA) at p 304: 

"... it seems to me extremely improbable that the picture should pass and the copyright remain in 
the vendor. That is a possible but an unnatural dissociation of two kinds of property, which I 

think 

71 

think we ought not to infer and ought not to think probable." 

I am in respectful agreement with this view. 

It was also suggested on behalf of the appellant that 

oral evidence should have been allowed in order to determinethe exact ambit of the agreement of 
1948. I have alreadygiven my reasons for agreeing in general with the refusal ofthe judge a quo to 
refer the matter for oral evidence. On thespecific question of the interpretation of the 1948 
agreement 

I would add that there is nothing on record to suggest thatoral evidence would be of any 
assistance in interpreting theagreement, particularly if one bears in mind the limited role 

assigned to parol evidence in this field. The infringement of the copyright 

I turn now to the question whether the appellant has 

infringed 

72 

infringed the respondent's copyright in the drawings. Sec 23(1) of the 1978 Act provides that 
"(c)opyright shall be infringed by any person, not being the owner of the copy-right, who, wïthout 
the licence of such owner, does or causes any other person to do, in the Republic, any act which 
the owner of the copyright may authorize." The enquiry is therefore directed towards what the 
owner of copyright is entitled to authorize. That depends on the ambit of his right. And, as I have 
already indicated, sec 43 of the 1978 Act disavows any intention of creating copyright which did 
not exist prior to the commencement of the 1965 Act. It follows that in the present case one must 
look at the 1916 Act (incorporating the 1911 British Act) to ascertain what 
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the 73 

the ambit of the respondent's copyright was so that one can determine whether the acts which 
the appellant did were acts which the respondent might authorize.In terms of sec 1(2) of the 1911 
British Act "copy-right" means "the sole right to produce or reproduce the work or any substantial 
part thereof in any material form whatsoever ... and shall include the sole right ... to authorize 
any such acts as aforesaid."The respondent's complaint in the present case is that the appellant 
has manufactured and distributed valve components which were reproductions in three-
dimensional form of the components depicted on the respondent's drawings. For purposes of 
argument it was accepted that the appellant probably never saw the respondent's drawings. 
However, it was 

contended 

74 

contended that the copying of valves which were manufactured in accordance with the drawings 
constituted a sufficient in-direct copying of the drawings to entitle the respondent to relief. This 
type of copyright infringement by what has been called "reverse engineering" has been 
considered in a number of cases, here and in England. It will be convenient to sketch briefly the 
origin and development of this part of the law.The principles on which this type of infringement 
rests were authoritatively settled in a field far removed from engineering. In the case of King 
Features Syndicate Inc. and Another v O and M Kleeman Ltd (1940) Ch 806 (CA); (1941) AC 417, 
the facts were briefly as follows. One Segar, an American artist who died in October 1938, was the 
author of a large number of drawings or cartoons depicting as the central 

figure 75 figure "a grotesque and fictitious character known as 'Popeye', or 'Popeye, the 
sailor'." (1940 Ch at 807). These cartoons had appeared in the form of comic strips running to very 
large numbers in the United States of America, Canada and Great Britain. The copyright in these 
drawings or cartoons was vested in Segar's personal representative, or in King Features 
Incorporated, or both of them (the plaintiffs). The figure and get-up of Popeye having become 
very popular, the plaintiffs granted licences to certain persons and companies to manufacture 
and sell brooches and mechanical dolls simulating the figure of Popeye. Large quantities of these 
article were sold. The defendant, without obtaining a licence, ordered from a Japanese 
company,and sold,a large number of "Popeye brooches" and celluloid mechanical figures and 

plaster 

76 

plaster dolls representing Popeye. The plaintiffs sued forinfringement of the copyright in the 
cartoons. The trialcourt found that the defendant hadinfringed copyright in the drawings even 
though its brooches and dolls may have been copied, not from thedrawings, but from the articles 
made by the plaintiffs'licensees. This conclusion was upheld by the Court of Appeal,CLAUSON L J 
saying the following (at p 816 of 1940 Ch): 
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"There can be no doubt at all that a figure which in fact reproduces an original artistic work con- 
sisting, in substance, of a sketch of that figure, is none the less a reproduction of the original 
artistic work, because the maker of it has copied it not directly from the original but from some 
representation derived directly or indirectly from the original work. It seems to have been 
suggested in the Court below that the fact that the alleged infringement was in three dimensions, 
whereas the 

original 

77 

original was in two, prevented the plaintiffs making good their claim. I agree with the learned 
judge that while this circumstance may add to the difficulty of forming a conclusion on the 
degree of resemblance between the infringing article and the original, the plain words of the Act 
('in any ma-terial form') get rid of any difficulty there might otherwise have been in treating a 
copy in three dimensions as an infringement of copyright in a sketch in two dimensions." See 
also LUXMOORE L J at pp 826-828. 

On further appeal to the House of Lords the defendant did not contest the above findings but, in 
respect of the point now in issue, confined itself to an argument on the facts. In considering this 
argument the House of Lords applied the law as laid down by the Court of Appeal. 

The King Features case was decided under the 1911 British Act and is therefore of direct 
relevance for present 

purposes 78 purposes. It was, however, not until the 1956 British Act was already in force that the 
principles approved in the King Features case were applied to articles manufactured in ac-
cordance with engineering drawings (I should add, however, that in my view nothing turns on 
the changes effected by the new Act). See, for instance, Dorling v Honnor Marine Ltd 

(1965) Ch 1 (CA); British Northrop Limited v Texteam Balckburn Limited (1974) RPC 57 (Ch); 
Solar Thomson Engineering Company Limited v Barton (1977) RPC 537 (CA) and L.B.
(Plastics)Limited v Swish Products Limited (1979) RPC 551 (HL), the last mentioned case 
ending in the House of Lords. These cases have been followed in South Africa. See Scaw 
Metals v Apex Foundry (Pty) Ltd and Another 1982 (2) SA 377 (D&C) and Tolima (Pty) Ltd v 
Cugacius Motor Accessories (Pty) Ltd 1983 (3) SA 504 (W). 

Recently 

79 

Recently the House of Lords again considered this matter in British Leyland Motor Corporation 
Ltd and Another v Armstrong Patents Co Ltd and Another (1986) 2 WLR 400. The facts were 
briefly as follows. The plaintiffs were designers and manufacturers of motor cars and they also 
produced some of the spare parts for their cars. In addition, they licensed other manufacturers to 
copy and sell spare parts in consi-deration of a royalty payment. The defendants declined to 
obtain a licence from the plaintiffs, but produced replacement exhaust pipes for the plaintiffs' 
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cars by copying the shape and dimensions of the original. The plaintiffs instituted action, 
alleging that the defendants had by indirect copying infringed the copyright in the plaintiffs' 
original drawings of the exhaust system. The trial court held 

in 80 

in favour of the plaintiffs. This decision was upheld by the Court of Appeal and also by the Hoúse 
of Lords (LORD GRIFFITHS dissenting).The result of the British Leyland case therefore does not 
support the appellant's contentions in the present case. Mr. Kentridge pointed out, however, that 
several of the Law Lords, although considering themselves bound by the LB (Plastics) case, supra, 
nevertheless expressed reservations about the correctness of the decision, while LORD 
GRIFFITHS regarded it as clearly wrong. We were accordingly urged to consider this matter 
afresh.It may be convenient first to discuss the reasons given by LORD GRIFFITHS for 
disapproving of the LB (Plastïcs) case (supra). They turn on the interpretation of sec. 3(5) of 

the 81 

the 1956 British Act which reads as follows: 

"The acts restricted by the copyright in an artis- tic work are - 

(a) reproducing the work in any material form." 

It is well settled that copyright may be infringed 

by copying something which is itself a copy of the plaintiff'swork (called indirect copying). If the 
original work has beenreproduced it is no answer to say that it has been copiedfrom a work 
which was itself a copy of the original. This isaccepted by LORD GRIFFITHS at pp 436-9, with 
reference toauthority. However, while he recognizes the correctness andvalue of this principle 
when applied to works of fine art, hedoes not think that it should have been extended to mecha-
nical drawings or blueprints of purely functional objects. 

His ultimate conclusion is (at p 443): 

82 "I would, therefore, hold that 'reproducing' in section 3(5) should not be given the extended 
meaning of 'indirect copying' in cases in which the mechanical drawing of blueprint is of a purely 
functional object. In such cases the scope of artistic copyright should be limited to the natural 
meaning of the words, namely direct copy-ing including using the drawing to make the object it 
depicts." I cannot, with respect, agree with this view. The 

word "reproducing" applies to all works which are subject tocopyright, and, in particular, to all 
artistic works, whetherthey are functional or not. There does not seem to me to beany warrant 
for assigning a different meaning to the word 

"reproducing" according to the nature of the artistic workwith which one is dealing. No rule of 
interpretation of which 

I am aware can lead to this result. I can understand that the 
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nature of a particular work may make it difficult to prove 

that 

83 

that an alleged reproduction is in fact a copy of the original (a matter to which I return later), but 
the difficulty in this regard would be a factual one and would neither require nor justify a 
different interpretation of the Act.Moreover, the result for which LORD GRIFFITHS con-tends 
would appear to create as many problems as it attempts to solve. First there is of course the 
problem of distinguishing between drawings of purely functional objects and others. I need not 
elaborate on that. But even in regard to drawings of What are clearly functional objects there 
would appear to be as much need of protection against indirect copying as in regard to any other 
work. Can it be suggested, for instance, that it should be a good defence for the user of a pirated 

84 

engineering drawing to show that he copied, not the originaldráwing, but a photograph thereof? 

On analysis it appears that what caused the learned 

Law Lords disquiet was not the principle that drawings of 

functional objects are protected against indirect copying 

(which principle must be unobjectionable) but the particularapplication of this principle with 
which they were dealing.This was stated as follows by Christine Fellner in BL vArmstrong in the 
House of Lords. Our Souls Redeemed fromthe Company Store, (1986) 4 EIPR 117: 

"The argument which caught their Lordship's atten-tion was that the court should look at the 
nature of the original contribution which confers copy-right, and consider whether it is that 
which an alleged infringer has taken. In the case of a drawing of a functional object, the original 
con- 

tribution 

85 

tribution which confers copyright is the draughts-man's graphic skill and his labour. If the draw-
ing is traced or photographed, that skill and la-bour is directly taken. If the drawing is used as a 
guide to making the object, again that skill and labour is taken. But if it is the object which is 
copied, then what is taken is not the draughts-man's skill and labour, but that of the designer who 
designed the object; and no one suggests that this is entitled to copyright. Indirect produc-tion of 
functional design is therefore not infringe-ment." 
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The answer to this argument, I would suggest, is thefollowing. It is accepted in copyright law, as I 
have tried to show above, that an original work is protected even though the author may have 
borrowed extensively from others. Of course, if infringement is alleged the plaintiff must show 
that it is the author's work (and not that of somebody whose work he had borrowed) which was 
copied. This is a matter of 

fact 

86 

fact which might be difficult to establish in particular circumstances, and this difficulty may be 
increased where the copy not only reflects the work of more than one pro-genitor, but does so in 
a different form, such as where there is a three-dimensional reproduction of drawings. The latter 
difficulty was recognized as far back as in the King Features case (see the above quoted passage 
from the judgment of CLAUSON LJ). However, if it is established as a fact that the three-
dimensional object is a copy (direct or indirect) of the original drawing (as distinct from a mere 
embodiment of the designer's idea) there would not appear to be any rule of copyright law 
whereby protection could be denied the aggrieved owner of the copyright in the drawing. If the 

result 86 A 

result is considered unsatisfactory, it is only the legis-lature which can, in my view, alter it (as it 
has done in some respects in this country - a matter to which I advert later).To sum up, I am in 
respectful agreement with the cases which have held that indirect copying of the sort with which 
we are here concerned is in principle an infringe-ment of the copyright in the original drawings. 
Concerning the 

question 

87 

question whether there was in fact an infringement in thepresent case I agree with the following 
conclusion by the judgea quo (report, p 648): 

"... it has been incontestably shown that the re-spondent has for the purpose of manufacture and 
sale copied valves made in accordance with the applicant's drawings. The respondent was 
requested to produce the engineering drawings which it used for the manufacture of its own 
valves, but has declined to do so. Indeed the clearest evidence of copying is to be found not only 
in a visual com-parison of the two products but in the answering affidavit deposed to by Mr Bell, 
the managing director of the respondent, in which he states: 'The respondent in 1977 starting 
manufacturing com-ponents which could be interchanged with the com-ponents used in the 
Saunders type diaphragm valves found on the mines. The measurements of the re-spondent's 
components were made in conformity with those requirements.'" 

In argument Mr. Kentridge pointed to certain 

differences between the parties' valves as indicating, so he 
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contended, that the appellant's valves were more than mere copies of the respondent's drawings. 
In my view these minordifferences cannot detract from the conclusion that there has been a 
reproduction of at least a "substantial part" of the respondent's drawings within the meaning of 
sec 1(2) of the 1911 British Act.The appellant's final argument on this aspect was that oral 
evidence should have been allowed to determine whether the respondent's drawings were copied 
or not. I have indicated in general why I do not think the case should have been referred for oral 
evidence. In regard to the present issue I also do not think that oral evidence could have made 
any difference. 

I conclude therefore that the respondent has 

established 

89 

established that copyright subsisted in its drawings pursuant to the 1911 British Act as 
incorporated in our Act of 1916, and that the appellant has infringed its copyright.It is interesting 
to note in passing that some of the difficulties and anomalies in this branch of the law have 
recently received the attention of our legislature. Act 66 of 1983 has amended the 1978 Act by 
including, within the definition of "drawing", "any drawing of a technical nature". In future 
proceedings under that Act there will accordingly be no doubt that such drawings are "artistic 
works". "Repro-duction" was defined in the original 1978 Act as including, in relation to artistic 
works, "a version produced by con-verting the work into a three-dimensional form, or, if it is in 
three-dimensions, by converting it into a two-dimensional form." By 

Act 

90 Act 66 of 1983 the definition of "reproduction" was extended to include, in relation to any work, 
"a reproduction made from a reproduction of that work." Consequently the definition of 
reproduction now makes explicit provision for indirect reproduction and for reproduction of two-
dimensional artistic works in three-dimensional form. These changes are not of any 
consequence: in both respects the Act merely repeats what was clear law before. What is of 
greater impor-tance was the introduction of sec. 15(3A) by Act 66 of 1983. The effect of this 
section is, broadly, to limit the duration of copyright protection to a period of ten years for the 
indus-trial reproduction of utilitarian articles which infringe the copy-right of artistic works - in 
other words, cases of reverse engineering like the present. This meets a major objection 

to 

91 

to the pre-existing law, namely that the protection was 

available for an anomalously long period. The respondent's locus standi. 
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Having concluded that the respondent is the owner ofcopyright in the drawings on which it relies 
and that theappellant has infringed its copyright, I have now to considerwhether the respondent 
had locus standi to instituteproceedings in respect of such infringement. It appears thatas from 
May 1978 a company called Valve Makers of SouthAfrica (Pty) Ltd, which was then a subsidiary of 
the re- 

spondent, was granted an exclusive licence in South Africa 

in respect of the copyright in the respondent's aforesaid 

engineering drawings. In June 1982 there was a rearrange- 

ment of interests, the exclusive licence being granted to 

Stewarts & Lloyds of South Africa Ltd with Valve Makers 

becoming 

92 

becoming exclusive sub-licensee. The appellant contends thatonly the exclusive licensee or the 
exclusive sub-licensee had 

locus standi to bring the present proceedings. A similarargument was rejected in the full bench 
decision of VideoParktown North (Pty) Ltd v Paramount Pictures Corporation 

1986 (2) SA 623 (T). I agree with the conclusion reached bythe full bench and propose doing no 
more than setting outbriefly my reasons for so agreeing. 

The appellant's argument is based on an interpretationof certain provisions of the 1978 Act. Sec. 
1 provides interalia that 

"'exclusive licence' means a licence authorizing a licensee, to the exclusion of all other persons, 
including the grantor of the licence, to exercise a right which by virtue of this Act would, apart 
from the licence, be exercisable exclusively by the 

owner 

93 

owner of the copyright; and 'exclusive licensee' shall be construed accordingly." 

Sec. 24 provides that, subject to the provisions of the Act, 

"infringements of copyright shall be actionable at the suit of the owner of the copyright." 

Sec. 25 then lays down that 

"(t)he exclusive licensee shall have the same rights of action and be entitled to the same remedies 
as if the licence had been an assignment." 
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If one reads sections 24 and 25 together their effectis reasonably clear. Whereas the owner is, in 
terms of sec.24, the party who is primarily entitled to institute actionagainst infringers, sec. 25 
grants to the licensee the rightsof action and remedies of an assignee (which in effectare the 
same as the owner's). The section does not however 

say 

94 say that the grant of rights to the exclusive licensee is to be accompanied by a corresponding 
diminution of the owner's rights, nor does it say that the exclusive licensee is to be regarded as in 
all respects equivalent to an assignee, which might have implied such a diminution. Purely as a 
matter of interpretation it would accordingly seem that the owner has not been deprived of locus 
standi in favour of the exclusive licensee.This view is fortified if one has regard to the respective 
rights of the owner and the exclusive licensee. By granting an exclusive licence, even in the 
widest possible terms, the owner does not lose his ownership. The practical value of his 
ownership might vary, but in most 

cases 95 cases it would remain important since both his right to receive royalties from the 
licensee and his right of reversion if the licence were to terminate for any reason, would depend 
on it. It seems unthinkable therefore that the legislature would have intended to deprive the 
owner of the locus standi which he might need to protect the rights which he has retained despite 
the grant of an exclusive licence.We were referred to the legislative history of these provisions. In 
view of the relative clarity of the wording of the relevant sections I do not think that there is really 
any need to consider this history, but in any event I do not think that it leads to a different 
conclusion. As was pointed out in Video Parktown North (Pty) Ltd v Paramount Pictures 
Corporation (supra) at p 632, a licence was 

historically 

96 

historically only an authority enabling the licensee to do 

lawfully what he could not do without the licence, andgranted no proprietary interest in the 
copyright. Under the 

1911 British Act it was uncertain whether an exclusive 

licensee was entitled to sue in his own name for infringement of copyright. See Copinger & Skone 
James, supra, para 431, for the English cases. In Kinekor Films (Pty) Ltd v Movie Time 1976 (1) SA 
649 (D & C) at pp. 658-9 it was held that the exclusive licensee did not have locus standi. See also 
Clifford Harris (Pty) Ltd v S.G.B.Building Equipment (Pty) Ltd 1980 (2) SA 141 (T) at pp. 143-149 
and cases there quoted.This uncertainty was set at rest in the 1965 Act. The 1965 Act set out in 
detail the rights and remedies of the owner against infringers (secs 18 and 19). Sec 20 then 
explicitly granted those rights and remedies to an exclusive licensee "as if the licence had been 
an assignment", but 
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specified 

97 specified that some of "those rights and remedies shall be concurrent with the rights and 
remedies of the owner of the copyright" (sec 20(2)(a); whereas in respect of others the 

exclusive licensee supplanted the owner in the exercise of 

the rights in guestion (sec 20(2)(c)). Sec 20 also contained 

elaborate provisions governing the manner in which proceedings 

were to be instituted and conducted by owners and exclusive 

licensees and how the Oourt should decide cases involving both owners and exclusive licensees.. 

For present purposes it seems to me that the only 

significant feature of the 1965 Act is that, when thelegislature expressly granted an exclusive 
licensee locusstandi as if the licence were an assignment, it did not 

regard the licensee's locus. standi as inconsistent in 

principle with that of the owner. 

in 

98 

In the 1978 Act the legislature obviously decided to simplify the whole system by providing 
merely that both the owner and the exclusive licensee would have locus standi to institute action 
against infringers, leaving it to the courts to resolve any competition between them. This the 
courts could do by applying ordinary legal principles. 

It appears however that this solution was not con-sidered completely satisfactory, for sec. 25 was 
replacedby Act 39 of 1986 with the following: 

"An exclusive licensee and an exclusive sub-licensee shall have the same rights of action and be 
entitled to the same remedies as if the licence were an as-signment, and those rights and 
remedies shall be concurrent with the rights and remedies of the owner of the copyright under 
which the licence and sub-licence were granted." 

99 

I do not consider it necessary to analyse the new section or to determine whether or to what 
extent it has changed the law. Presumably the amendment was prompted by the view that, under 
the unamended section, the owner's rights and remedies were not concurrent with those of the 
ex-clusive licensee, or that it was uncertain whether they were. Whatever may be the true reason, 
it does seem clear to me that this new provision, which expressly lays down that the owner's 
locus standi is to be concurrent with that of the exclusive licensee, does not thereby imply that, in 
the legislature's view, the owner previously had no locus standi whatever, not even to protect his 
undoubted rights and in-terests. 
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For the reasons I have stated I consider that, despite 

100 the grant of an exclusive licence, the respondent in the present case retained its locus standi 
to act against in-fringers. 

Joinder of the exclusive licensee and the exclusive sub-licensee.During the course of argument 
the Court raised the question whether the exclusive licensee and the exclusive sub-licensee 
should not have been joined as parties to these pro-ceedings. The appellant and the respondent 
both indicated that they did not desire the joinder of the licensee or the sub-licensee. Of course, 
the desire of the parties cannot be conclusive in this matter. As was pointed out in Amal-gamated 
Engineering Union v Minister of Labour 1949 (3) SA 637 (A) at p 649, the fact that the two parties 
before the 

Court 

101 Court desire the case to proceed in the absence of a third party cannot relieve the Court from 
inquiring into the questionwhether the order it is asked to make may affect the third party. 
Consequently, after judgment was reserved on all issues, the Court intimated to the parties by 
letter that a decision on the joinder issue might be necessary unless there were to be filed a 
written consent by each of the licensee and sub-licensee agreeing to be bound by the Court's 
judgment, notwithstanding that it has not been cited as a party to the proceedings. Such consents 
have now been filed, and it has accordingly become unnecessary to determine whether, in the 
absence of such consents, the non-joinder of these persons would have precluded the Court from 
deciding some or all of she issues in this appeal. 

102 

The relief granted to the respondent.As I indicated in the introductory part of this judg-ment, the 
respondent's main prayers in the court a quo were for interdicts restraining the appellant from 
infringing the respondent's copyright in the drawings and its trade mark "Saunders". The 
respondent also prayed for, and was granted, relief ancillary to these main prayers. On appeal the 
appel-lant contended that the Court's ruling on one ancillary praýer, viz the prayer for an account 
of profits in respect of the copyright infringement, was wrong and should be set aside. No ob-
jection was taken to any other form of relief granted by the Court a quo and I express no view on 
the correctness of any order in this regard. 

The 103 

The matter of an account of profits was treated verytersely in the proceedings before the Court a 
quo. In itsnotice of motion the respondent prayed in bare terms for 

"an account of profits". No substantive averment was madein the founding affidavits to support 
this prayer. It isnot clear what argument, if any, was presented to the Courta quo in support of, or 
in opposition to,an order for anaccount of profits. The judgment does not deal with anyargument 
in this regard: in fact, the only reference in the 
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judgment to this issue is in the order, which contains the 

"The prayer for an account ... is referred as a separate issue for the hearing of oral evidence. 
Leave is granted to the parties to apply for amplification of this latter 

order .... 104 

order, if necessary." The parties did not make use of the leave to apply for amplification of the 
order, and it is accordingly not clear what precisely the issue was which, in the view of the trial 
Court, called for the hearing of oral evidence. What is clear, however, is that the Court has not 
granted or re-fused any order for the giving of an account of profits, nor has the Court expressed 
any view on the circumstances which would justify such an order, or the effect which such an 
order would have. All these matters would appear to be still open to the court a quo at the 
resumed hearing which is en-visaged by the direction which I have quoted above. In these 
circumstances the question arises whether this direction is appealable at all. 

Sec 

105 Sec. 20 of the Supreme Court Act, no 59 of 1959,makes provision for an appeal to this Court 
against "a judgment or order" of the court of a provincial or local division. See particularly sub-
sections (1) and (4). It has often been held that "judgment" here relates to a decision given upon 
relief claimed in an action and "order" to a decision given upon relief claimed on application or 
on summons for provisional sentence. See Desai v Engar and Engar 1966 (4) SA 647 (A) at 653 B-C, 
Constantia Insurance Co Ltd v Nohamba 1986 (3) SA 27 (A) at 42 H to 43 G, and the earlier 
authorities cited in these two judgments.The guestion then is whether the direction referring the 
preseht issue for the hearing of oral evidence amounts to an "order". The judgment in Union 
Government (Minister 

of 106 

of the Interior) and Registrar of Asiatics v Naidoo 1916 AD 50 appears to be direct authority on 
this point. In that case the respondent had applied to a judge in chambers to set aside a 
deportation warrant, to interdict his deportation and for other specified relief. The application 
was opposed on the ground, inter alia, that the court had no authority to hear the matter. The 
judge expressed himself in favour of the view that the court had authority to go into the question, 
but found himself unable to settle it upon the affidavits before him. He therefore directed that 
oral testimony should be adduced, and adjourned the case for that purpose. The Government 
applied to the Appellate Division for special leave to appeal. INNES CJ, who delivered the 
judgment of the Court, said the following (at pp. 51-2): 

"Is 

107 

"Is there under these circumstances any decree in existence against which we should be justified 
in granting leave to appeal? In Dickenson's case (1914, A.D. 424) a ruling upon evidence was held 
not to be an order against which leave to appeal could be granted, because it did not con-stitute a 
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decision upon an application for specific relief. This is a converse case. There has been an 
application for relief, but ho decision upon it. The prayer of the petition falls under nine separate 
heads, and in regard to none of them has any order been made. The application has merely been 
postponed for further evidence. When the enquiry is resumed the judge may de-cide in favour of 
the present applicants on the facts; or he may possibly, though very improbably, revise his view 
of the law upon further argument. But if he does neither; if he finds against the applicants on the 
law and the facts, and grants the relief prayed for, it will then be compe-tent for them to appeal 
and to raise every point upon which they now wish to rely. The fact is that the present applica-
tion is for leave to appeal not against the 

order 

108 

order of the learned judge - for he has made none - but against his reasons." 

The judgment in Naidoo's case has consistently been followed in this Court. See, for instance, 
Tropical (Com-mercial and Industrial) Ltd v Plywoods Products Ltd 1956 (1) SA 339 (A) at 343 C-E, 
Heyman v Yorkshire Insurance Co Ltd 1964 (1) SA 487 (A) at 491 B, Desai's case (supra) at 653 D-E 
and Nohamba's case (supra) at 43 E-F.The present case is clearly indistinguishable from Naidoo's 
case. It follows that the direction given by the 

judge a quo in the present matter, was not an order and was consequently 

the not appealable. The fact that leave to appeal granted by the 

included this direction judge a quo obviously cannot affect this conclusion. Leave 

to appeal is a pre-requisite for an appeal against a "judgment 

or 

109 or order" (see sec. 20(4) of the Supreme Court Act) and can consequently have no effect 
unless there is a "judg-ment or order" to appeal against.In the result the appellant's attack upon 
the judge's direction relating to an account of profits cannot be sus-tained. Trade Mark 
infringement.The last substantive point in this appeal relates to trade marks. The respondent is 
the proprietor of the trade mark SAUNDERS which is registered in various classes. In the 
introductory part of this judgment I quoted an extract from borchures issued by the appellant. It 
will be recalled that these brochures contained the words "All KLEP DIAPHRAGM VALVE parts ... 
are interchangeable with 'Saunders' diaphragm 

valves" 110 valves". The respondent contended that this represented an infringement of its trade 
mark pursuant to sec 44(1)(b) of the Trade Marks Act, No 62 of 1963, as being "unauthorized use 
in the course of trade, otherwise than as a trade mark, of a mark so nearly resembling it as to be 
likely to deceive or cause confusion ... in relation to or in connection with goods ... for which the 
trade mark is registered ... likely to cause injury or prejudice to the proprietor of the trade mark". 
The court a quo agreed with the respondent and granted an order restraining the infringement of 
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the trade mark. 

On appeal the appellant does not contest that its conduct falls within the terms of sec 44 (1) (b). 
Its sole point is that the trade mark is not entitled to protection and is liable to expungement from 
the register. Since this 

contention 

111 

contention places the validity of the trade mark in issue,the appellant has petitioned the Court to 
join the Registrarof Trade Marks as a party to this appeal. It was held bythis Court in Esquire 
Electronics Limited v Executive Video 

1986 (2) SA 576 (A) that such joinder is necessary in a case 

like the present. Neither the Registrar nor the respondentopposes the petition and it will be 
granted subject to pay-ment by the appellant of all costs occasioned thereby. 

The appellant relies for its contention on sec 41of the Trade Mark Act. Sec 41(1) lays down: 

"(1) If a trade marks consists of a word which has become generally recognized by the public as 
the only practicable name or description for any article ... for which it is registered and has 
commonly been so used by persons carrying on business in relation to such article ... (not being 
use in relation to goods ... connected in the course of 

trade 

111 A 

trade with the proprietor ... of the trade mark ...), the registration of such trade mark shall ... be 
deemed to be an entry wrongly remaining on the register for the article ... in question". 

This sub-section lays down two reguirements, viz., 

(a) 112 

(a) That the trade mark should consist of a word which has become generally recognized by the 
public as the only practicable name or descrip-tion for an article; and (b) That the word 
should have been commonly so used, with reference to goods unconnected with the trade of 
the proprietor of the trade mark, by persons carrying on business in relation to such article. 

In my view the appellant has not established either of these requirements. The evidence on 
which it relies is mainly that of Prof. T.O. Duggan, who is an associate profes-sor of Engineering 
at the University of the Witwatersrand. He states the following: 

"Ever 

113 
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"Ever since I came into the field of Mechanical Engineering in the late 1940's, diaphragm valves of 
this type have been known to me as "Saunders valves". It is a term which has been in general use 
in this field to describe them. In my view, the use of the term "Saunders valve" is common in 
industry to describe this type of valve. I am supported in this view by what is stated in 
"Engineering" dated 18 September 1931 being annexure TD25 which refers to these valves as 
Saunders valves." 

The extract from "Engineering" does not seem per-tinent. The references to "Saunders valves" in 
the article seem to be only to valves manufactured by the respondent's predecessor or its 
licensee. 

In the passage quoted above prof. Duggan refers to "diaphragm valves of this type". He does not, 
however, indicate what type of diaphragm valve is appropriately described as a "Saunders valve". 
Mr. T.P. Bell, the 

appellant's 114 appellant's managing director, is equally vague. He states that he has been aware 
of Saunders valves for many years "and I consider it as being a particular type of diaphragm 
valve". This evidence can hardly be said to indicate that there is any article, other than a valve 
made by the respondent, which is commonly called a Saunders valve, and still less that this name 
is the only practicable name or description for such article, if it exists. Expungement of a trade 
mark can have serious con-sequences for its proprietor and should not be authorized except on 
clear evidence.But the matter does not end there. The appellant itself describes its valves in the 
aforesaid brochures as "Klep type A Diaphragm Valve" and "Klep type KB Diaphragm Valve". 
Obviously these descriptions were considered sufficient to identify the valves. Also, as 

already .... 

115 

already stated, the brochures indicate that the parts of the appellant's valves are interchangeable 
with "'Saunders' diaphragm valves". The reference to "Saunders" valves is clearly to the 
respondent's valves, and not to articles of a particular type which may have been manufactured 
by somebody else. These brochures seem to negative any suggestion that the term "Saunders 
valve" has become the only practicable name or description for the article.On the evidence as a 
whole it seems clear that the appellant has not established the requirements of sec 41(1) of the 
Trade Marks Act. 

In the alternative the appellant relied on sec 41(3) 

of the Act. This section lays down inter alia that the provisions of sub-section (1) would apply to 
trade marks consisting of a word which is the "only practicable name or description of an 
article ... for which such trade mark was 
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registered 116 registered, if such article ... was the subject of Letters Patent in the Republic which 
have expired or lapsed." As I have indicated, however, I do not think that the appellant has 
established that Saunders is the onlypracticable: name or description of any article.It follows, 
therefore, that in my view the appeal on this aspect should also fail. The order.In the result the 
appellant's attack on the order of the trial court fails in all respects. The order of this Court is 
accordingly as follows: 1. Prayer 1 of the appellant's petition for joinder is 

granted, the appellant to pay all costs occasioned 

thereby; 

2 

117 

2. The appeal is dismissed with costs; 3. The orders for costs are to include costs occasioned by 
the employment of two counsel. 

E M GROSSKOPF, JA 

CORBETT, JA)JOUBERT, JA) Concur 

GALGUT, JA) NICHOLAS, AJA) 
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